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REMARKS 

In response to the Office Action mailed November 3, 2006, Applicants respectfully request 
reconsideration. Claims 1-5 were previously pending in this application. Claims 2 and 5 have been 
amended herein solely for the purpose of clarification. No claims have been added or canceled 
herein. As a result, claims 1-5 are pending for examination with claim 1 being the sole independent 
claim. No new matter has been added by the claim amendments presented herein. 

Summary of Examiner Interview 

Applicants appreciate the courtesies extended by Examiner Wong in granting a telephone 
interview on January 19, 2007. The substance of the interview is summarized herein. 

Dxiring the telephone interview, the Fujimori et al. (U.S. Pat. No. 6,683,244) patent was 
discussed, and in particular the thickness ranges of barrier layer 8 described at Col. 12, lines 22-25 
of Fujimori et al. Applicants' representatives agreed with Examiner Wong that the broadest range 
for barrier layer 8 described in Fujimori et al. (0.01 |am to 10 fxm) overlaps with the thickness range 
of 10 nm to 100 rmi recited in claim 1 because 0.01 ^im = 10 nm and 10 jim = 10,000 nm. 
However, Applicants' representatives pointed out that the range recited in claim 1 does not fall 
within Fujimori's preferred range of 0.1 |im to 5 ^im or the more preferred range of 0.5 |am to 2 ^im. 
Furthermore, none of the specific examples described in Fujimori et al. (Cols. 24-30) fall within the 
range recited in claim 1 . For these reasons, Fujimori does not describe the thickness range of 10 nm 
to 100 nm recited in claim 1 with sufficient specificity to be anticipatory with respect to the 
"metallic oxide layer or derivative layer." 

Applicants' representatives pointed out that M.P.E.P. §2131.03(11) states that "prior art 
which teaches a range overlapping or touching the claimed range anticipates if the prior art range 
discloses the claimed range v^th sufficient specificity," but that Fujimori does not describe the 
claimed range with sufficient specificity. Examiner Wong indicated that she would consider 
M.P.E.P. §2131 .03(11) and these remarks upon receipt of Applicants' response to the Office Action. 
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Applicants' representatives further pointed out an additional technical difference between 
the present disclosure and Fujimori et al. Fujimori et al. states that the purpose of barrier layer 8 is 
to provide electrical isolation to prevent or suppress short circuits (Abstract). By contrast, the 
present disclosure describes a problem of preventing ITO corrosion in an acidic environment (Page 
3, second paragraph). 

Claim Objections 

The Office Action objected to claim 2 because the element "lb" was recited, which is not a 
known element. Claim 2 has been amended to recite the element In (Indium), as originally 
presented in claim 2. Accordingly, withdrawal of this objection is respectfully requested. 

The Office Action objected to claim 5 because the term "dye-sensitized type solar cell" is 
purportedly indefinite. The word "type" has been deleted from claim 5, as suggested in the Office 
Action. Accordingly, withdrawal of this objection is respectfully requested. 

Reiections Under 35 U.S.C, S102 

The Office Action rejected claims 1, 2 and 5 under 35 U.S.C. § 102(e) as being anticipated 
by Fujimori et al. (U.S. Pat. No. 6,683,244 B2). Applicants respectfully traverse this rejection. 

Fujimori et al. describes a solar cell having a barrier layer that prevents or suppresses short 
circuits (Abstract). The Office Action alleges that barrier layer 8 of Fujimori et al. corresponds to 
the metal oxide layer or derivative layer of claim 1 of the present application. Applicants 
respectfully disagree that Fujimori et al. anticipates the recitation in claim 1 of "the metallic oxide 
layer or derivative layer being fi-om 10 nm to 100 nm thick." 

Fujimori et al. describes barrier layer 8 as follows: 

More specifically, it is preferable that the average thickness 
(film thickness) of the barrier layer 8 is about 0.01 to 10 ^un, more 
preferably about 0.1 to 5 ^im, and even more preferably about 0.5 to 2 
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p,m. With this choice, it is possible to furthermore enhance the effect 
described in the above. (Col. 12, lines 22-25) 

Thus, Fujimori et al. describes three possible ranges for the thickness of barrier layer 8: a 
broad thickness range (0.01 jxm to 10 |am), a narrower preferred thickness range (0.1 ^m to 5 ^im), 
and an even narrower more preferred thickness range (0.5 jumi to 2 |im). In rejecting claim 1, the 
Office Action relies upon the broad thickness range of between 0.01 nm to 10 ^im (i.e., between 10 
imi and 10,000 nm). Applicants agree that the thickness range recited in claim 1 of 10 nm -100 nm 
overlaps with the broad thickness range describe by Fujimori et al. However, Fujimori et al. does 
not anticipate claim 1 because the thickness range of 10 nm - 100 rmi recited in claim 1 is not 
taught by Fujimori et al. with "sufficient specificity." Rather, Fujimori et al. states that a 
sweepingly broad range of thicknesses from 10 nm to 10,000 rmi are possible for barrier layer 8. 
The range recited in this statement is very wide, as the range spans three orders of magnitude (e.g., a 
10,000 nm film is one thousand times as thick as a 10 nm film). 

In contrast to this broadly-described range, Fujimori states that the best results for 
preventing short circuits between the first electrode and the hole transport layer are achieved when 
the thickness of the barrier layer 8 is between 0.5 ^m and 2 ^m (i.e., 500 nm to 2000 nm), which is 
outside of the range recited in claim 1. None of Fujimori's described embodiments have a barrier 
layer 8 thickness that falls within the range of 1 0 - 100 nm recited in claim 1 . Rather, in each of 
these embodiments (described in Col. 24-30), the thickness of barrier layer 8 is between 0.9 ^im and 
10.2 ^m (i.e., 900 nm to 10,200 nm). Even in the embodiment with the smallest thickness (Table 1, 
Example 1), the thickness is 0.9 ^im, which is nine times thicker than the greatest thickness recited 
in claim 1 . 

M.P.E.P. §2131 .032 states: "prior art which teaches a range overlapping or touching the 
claimed range anticipates if the prior range discloses the claimed range with 'sufficient specificity.'" 
It further states: "if the claims are directed to a narrow range, and the reference teaches a broad 
range, depending on other facts of the case, it may be reasonable to conclude that the narrow range 
is not disclosed with "sufficient specificity" to constitute an anticipation of the claims. Applicants 
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respectfully submit that Fujimori's broadly described range of 10 mn to 10,000 nm fails to teach 
Applicants' claimed range of 10 nm to 100 nm with sufficient specificity. 

As described in the above-cited M.P.E.P. section, in the case of Atofina v. Great Lakes 
Chem. Corp., 441 F.3d 991, 999, 78 USPQ2d 1417, 1423 (Fed. Cir. 2006) the court held that the 
prior art's broadly stated temperature range of 100-500° C did not describe the more narrowly 
claimed range of 330-450° C with sufficient specificity to be anticipatory. In that case, the 
reference's disclosed temperature range was approximately 2.7 times larger than the size of the 
claimed temperature range. 

In the present case, Fujimori's broadly stated thickness range for barrier layer 8 is one 
hundred times larger than the size of the range recited in claim 1 of the present application. In other 
words, the range recited in claim 1 is one hundred times more specific than Fujimori's broad range 
statement. Thus, the lack of specificity in Fujimori's teaching is much more pronounced than in 
Atofina , in which the claims were found not to be anticipated. Therefore, based on Atofina, the 
broad range described in Fujimori et al. does not anticipate the narrow range recited in claim 1 of 
the present application because the narrow range of 10 nm to 100 nm recited is not described by 
Fujimori with sufficient specificity. 

For these reasons, claim 1 patentably distinguishes over Fujimori et al. Accordingly, 
withdrawal of this rejection is respectfully requested. 

Claims 2-5 depend from claim 1 and are therefore patentable for at least the same reasons. 
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CONCLUSION 

A Notice of Allowance is respectfully requested. The Examiner is requested to call the 
undersigned at the telephone number listed below if this communication does not place the case in 
condition for allowance. 

If this response is not considered timely filed and if a request for an extension of time is 
otherwise absent. Applicant hereby requests any necessary extension of time. If there is a fee 
occasioned by this response, including an extension fee, that is not covered by an enclosed check, 
please charge any deficiency to Deposit Account No. 23/2825. 



Dated: February 5, 2007 Respectfully submitted, 

B y (waAm (T. P/1 td^L ^ 

Randy J. Pritzker 

Registration No.: 35,986 

WOLF, GREENFIELD & SACKS, P.C. 

Federal Reserve Plaza 

600 Atlantic Avenue 

Boston, Massachusetts 02210-2206 

(617) 646-8000 
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